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REMARKS 

Claims 1,4-8 and 26-34 are pending in the application. Claims 1 and 4-8 have 
been amended. Claims 2, 3 and 9-25 have been canceled. Claims 26-34 have been 
newly added. Reconsideration of the rejection and allowance of the pending 
application in view of the following remarks are respectfully requested. 

As an initial matter, Applicants wish to bring to the Examiner's attention the fact 
that Applicants claim the right of priority granted pursuant to 35 U.S.C. § 1 19 based 
upon Japanese Application No. 2000-340741 , filed November 8, 2000. A certified copy 
of the Japanese application was submitted with the present application on November 6, 
2001 and the claim for priority has been scanned into the electronic file wrapper, 
according to the U.S. Patent and Trademark Office's PAIR system. Applicants note 
that the Examiner has not acknowledged Applicants' claim for foreign priority, or receipt 
of the certified copy of the priority document. Applicants respectfully request that the 
Examiner acknowledge Applicants' claim for foreign priority and receipt of the certified 
copy of the priority document in the next official communication. If the Examiner so 
requests, Applicants can forward to the Examiner a copy of the certified copy of the 
priority document and a copy of the filing receipt evidencing Applicants' prior 
submission of the certified copy of the priority document. 

As another matter, the Examiner attached to the Office Action of June 3, 2005 
copies of the PTO-1449 Forms submitted with the Information Disclosure Statements 
(IDSs) filed by Applicants on February 6, 2002, and January 3, 2005. On the PTO- 
1449 Form submitted on February 6, 2002, the Examiner indicated that he had not 
considered the Japanese language documents listed on the PTO-1449 Form (namely, 
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JP 9-171450, JP 9-288683, JP 11-143900, JP 2000-132559, and JP 2000-132618) 
because there were no English language translations. However, the Examiner 
indicated that he had considered the English language abstracts of the above noted 
Japanese patent documents. 

Similarly, on the PTO-1449 Form submitted on January 3, 2005, the Examiner 
indicated that he had not considered the Korean language documents listed on the 
PTO-1449 Form (namely, 2000-49934 and 2000-17788) because there were no 
English language translations. However, the Examiner indicated that he had 
considered the English language abstracts of these Korean patent documents. 

Subsection III(A)(3) of section 609 of the M.P.E.P. provides that each information 
disclosure statement must include a concise explanation of the relevance of information 
listed that is not in the English language. It further provides that submission of an 
English language abstract of a reference fulfills the requirement for a concise 
explanation. 

Subsection lll(C)(2) of section 609 of the M.P.E.P. provides that information 
which is in a non-English language and which complies with these requirements will be 
considered in view of the concise explanation submitted and insofar as it is understood 
on its face, e.g., drawings, chemical formulas, in the same manner that non-English 
language information in Office search files is considered by examiners in conducting 
searches. The examiner will indicate that the non-English language information has 
been considered in the same manner as consideration is indicated for information 
submitted in English. The examiner should not require that a translation be filed by 
applicant. The examiner should not make any comment such as that the non-English 
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language information has only been considered to the extent understood, since this fact 
is inherent. 

Subsection lll(C)(2) of section 609 of the M.P.E.P. further provides that if an item 
of information in an IDS fails to comply with requirements of 37 C.F.R. 1.97 and 37 
C.F.R. 1 .98, a line should be drawn through the citation to show that it has not been 
considered, and that the other items of information listed that do comply with the 
requirements of 37 C.F.R. 1.97 and 37 C.F.R. 1.98 will be considered by the 
examiner and will be appropriately initialed. 

Based upon the above, Applicants respectfully submit that they complied with all 
the requirements for the submission of material to be considered by the Examiner, and 
that the Examiner is required to initial the appropriate spaces next to the listings of the 
Japanese and Korean language documents listed on the PTO-1449 Forms submitted 
on February 6, 2002 and January 3, 2005. As noted above, English language abstracts 
of each of the Japanese and Korean language documents were submitted. Thus, 
Applicants submit that they have complied with the requirements of a concise 
explanation of the relevance of all information listed that is not in the English language. 
Accordingly, Applicants respectfully request that the Examiner remove the lines drawn 
through the Japanese and Korean language documents citations, initial the appropriate 
spaces to indicate his consideration of these patents in view of the concise 
explanations submitted and insofar as they are understood on their faces, and provide 
copies of the PTO-1449 Forms to Applicants with the next official communication. 

Applicants note that the Examiner has made the Restriction Requirement of 
March 18, 2005 final, thus withdrawing claims 9-25 from consideration. However, 
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Applicants thank the Examiner for withdrawing the Restriction Requirement to the 
extent that he has considered claim 8 with the group of claims 6 and 7. By the current 
amendment, Applicants cancel, without prejudice, withdrawn claims 9-25. However, 
Applicants expressly reserve the right to submit similar type claims in another 
application. 

In the Office Action, the Examiner rejected claims 1-8 under 35 U.S.C. § 1 12, 2 n< 
paragraph as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which Applicants regard as the invention. The Examiner stated that the 
claims were generally narrative and indefinite, failing to conform to current U.S. 
practice. 

By the present amendment, Applicants have amended claims 1 and 4-8, and 
have canceled claims 2 and 3, paying particular attention to the concerns raised by the 
Examiner. Applicants respectfully submit that claims 1 and 4-8 as currently amended 
comply with the requirements of 35 U.S.C. § 1 12, 2 nd paragraph, and therefore 
respectfully request withdrawal of this ground of rejection. 

In the Office Action, the Examiner also rejected claims 1-3 and 6-8 under 35 
U.S.C. §1 03(a) as being unpatentable over Burge et al. (U.S. Patent No. 6,014,638) in 
view of Bellovin et al. (U.S. Patent Application Publication No. 2001/0056409). 
Applicants respectfully traverse this ground of rejection for at least the following 
reasons. 

The present invention is directed towards an e-commerce system. The e- 
commerce system of the present invention includes, inter alia, a merchandise 
information distribution unit, and a plurality of consumer terminals. The merchandise 
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information distribution unit includes a merchandise information storage section that 
stores merchandise information provided from a seller, and a merchandise information 
server that distributes the merchandise information from the merchandise information 
storage section to a consumer. 

Each consumer terminal includes a storage section that stores a personal profile 
in which various keywords contained in the merchandise information and evaluation 
values corresponding to the keywords are registered. The evaluation values are 
learned in advance based on a preference of a consumer. Each consumer terminal 
also includes an information filtering section that ranks the merchandise information 
distributed from the merchandise information server to match the preference of the 
consumer, based on the personal profile. 

A first consumer terminal of the plurality of consumer terminals is configured to 
transfer distributed merchandise information to an information filtering section of a 
second consumer terminal. The information filtering section of the second consumer 
terminal ranks the transferred distributed merchandise information based on a personal 
profile stored in a storage section of the second consumer terminal (which may be, but 
is not limited to, for example, the profile of a celebrity that uses the second consumer 
terminal). The first consumer terminal is configured to place an order for merchandise 
using the merchandise information ranked by the second consumer terminal. 

Burge is directed to a system for customizing computer displays in accordance 
with user preferences. Burge discloses that the system includes a shopper's computer 
80, and an electronic shopping manager 84 which processes user selection data to 
develop preference profile data as the shopper navigates through a shopping 
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environment. See Figure 1, col. 4, lines 30-47 and col. 6, lines 49-53. Profile data for 
the shopper is stored in a User Profile Database 18. See col. 7, lines 1-2. However, 
Burge does not disclose that the User Profile Database is stored in the shopper's 
computer 80. 

Burge also fails to disclose that the shopper's computer 80 includes an 
information filtering section that ranks merchandise information distributed from a 
merchandise information server to match the preference of the shopper, based on the 
profile data. Instead, Burge discloses a Browse/Purchase process of the electronic 
shopping manager 84 process that uses selection data to develop preference profile 
data as a user navigates through a shopping environment, collecting data such as the 
store visited, length of visit, and merchandise viewed and purchased by a shopper. 
See col. 6, lines 50-67. Applicants submit that, Burge fails to disclose that a shopper's 
computer 80 includes an information filtering section that ranks merchandise 
information based on this preference profile data. 

Another distinction between the present invention and Burge is that, according to 
the present invention, a first consumer terminal is configured to transfer distributed 
merchandise information to an information filtering section of the second consumer 
terminal. The information filtering section of the second consumer terminal ranks the 
transferred distributed merchandise information based on a personal profile stored in 
the second consumer terminal, and the first consumer terminal is configured to place an 
order for merchandise using the merchandise information ranked by the second 
consumer terminal. Applicants respectfully submit that Burge does not disclose this 
interaction between consumer terminals. 
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On page 8 of the Office Action of June 3, 2005, in his rejection of claims 2 and 3, 
the Examiner acknowledged that Burge does not disclose these features, but asserted 
that these features are intended use and functional limitations, and that Burge's 
information distribution unit is capable of implementing the claimed intended uses and 
functions. The Examiner cited the case of In re Schreiber , 128 F.3d 1473, 1477-78, 44 
USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (with respect to his 35 U.S.C. § 112, 2 nd 
paragraph rejection) to rely on the proposition that "claims directed to an apparatus 
must be distinguished from the prior art in terms of structure rather than function." 
Applicants respectfully submit that this statement has been taken out of context. 

For the Examiner's convenience, Applicants attach hereto a copy of In re 
Schreiber . In In re Schreiber . the Court of Appeals for the Federal Circuit reaffirmed the 
case of In re Swinehart . 439 F.2d 210, 212, 169 USPQ2d 226, 228 (CCPA 1971), 
declaring that "[a] patent applicant is free to recite features of an apparatus either 
structurally or functionally". See In re Schreiber at 1432. The court went on to state 
that "where the Patent Office has reason to believe that a functional limitation asserted 
to be critical for establishing novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the authority to require the 
applicant to prove that the subject matter shown to be in the prior art does not possess 
the characteristic relied on" (emphasis added). ]d. Applicants respectfully submit that 
the Examiner does not have reason to believe that the claimed functions of Applicants' 
consumer terminals are inherent characteristics of Burge's computers 80. 

Applicants respectfully submit that the functions of computing devices are 
defined by the programs stored in the computing devices. Thus, Applicants submit that 
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it is erroneous to assert that one computing device anticipates another merely because 
it is a computing device. Since Burge does not disclose (or even suggest) that his 
computers 80 are programmed to perform the claimed functions of Applicants' 
consumer terminals, Applicants submit that these functions are not inherent 
characteristics of Burge's computers 80. 

Bellovin is directed towards a method for facilitating credit card transactions. 
Applicants respectfully submit that Bellovin fails to disclose or suggest the above-noted 
shortcomings of Burge. 

Thus, Applicants respectfully submit that the combination of Burge and Bellovin 
asserted by the Examiner fails to disclose or suggest an e-commerce system that 
includes a plurality of consumer terminals, each having a storage section stores a 
personal profile in which various keywords contained in merchandise information and 
evaluation values corresponding to the keywords are registered, and an information 
filtering section that ranks distributed merchandise information to match a preference of 
a consumer based on the personal profile, where a first consumer terminal is 
configured to transfer distributed merchandise information to an information filtering 
section of a second consumer terminal, the information filtering section of the second 
consumer terminal ranks the transferred distributed merchandise information based on 
a personal profile stored in a storage section of the second consumer terminal, and the 
first consumer terminal is configured to place an order for merchandise using the 
merchandise information ranked by the second consumer terminal, as recited in 
independent claim 1 . For at least these reasons, Applicants submit that the 35 U.S.C. § 
103(a) rejection of independent claim 1 is improper, and request withdrawal of the 
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rejection. 

Dependent claims 6-8 are submitted to be in condition for allowance for at least 
the same reasons as set forth above with respect to independent claim 1 . 

The Examiner also rejected claims 4 and 5 under 35 U.S.C. § 103(a) as being 
unpatentable over Burge in view of Bellovin, and further in view of Toshiki et al. 
(Japanese Patent Publication No. JP 11-143900). Applicants respectfully traverse the 
rejection for at least the following reasons. 

Applicants respectfully submit that Toshiki fails to disclose or suggest the above- 
noted shortcomings of the combination of Burge and Bellovin, that is, it fails to disclose 
or suggest an e-commerce system that includes a plurality of consumer terminals, each 
having a storage section stores a personal profile in which various keywords contained 
in merchandise information and evaluation values corresponding to the keywords are 
registered, and an information filtering section that ranks distributed merchandise 
information to match a preference of a consumer based on the personal profile, where 
a first consumer terminal is configured to transfer distributed merchandise information 
to an information filtering section of a second consumer terminal, the information 
filtering section of the second consumer terminal ranks the transferred distributed 
merchandise information based on a personal profile stored in a storage section of the 
second consumer terminal, and the first consumer terminal is configured to place an 
order for merchandise using the merchandise information ranked by the second 
consumer terminal, as recited in independent claim 1 . 

For at least these reasons, Applicants respectfully submit that independent claim 
1 is not obvious in view of the combination of Burge, Bellovin and Toshiki asserted by 
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the Examiner. 

Dependent claims 4 and 5 are also submitted to be in condition for allowance for 
at least the reasons set forth above with respect to independent claim 1 . 

Newly added claims 26-29 are directed towards a consumer terminal including, 
inter alia, a storage section that stores a personal profile in which various keywords 
contained in merchandise information and evaluation values corresponding to the 
keywords are registered, and an information filtering section that ranks distributed 
merchandise information to match a preference of a consumer, based on the personal 
profile, where the consumer terminal is configured to transfer distributed merchandise 
information to an information filtering section of another consumer terminal, and place 
an order for merchandise using merchandise information transferred to the other 
consumer terminal and ranked by the other consumer terminal using a personal profile 
stored in the other consumer terminal. 

Newly added claims 30-34 are directed towards an e-commerce method which 
includes, inter alia, storing in a first consumer terminal a personal profile in which 
various keywords contained in merchandise information and evaluation values 
corresponding to the keywords are registered, ranking by the first consumer terminal 
distributed merchandise information to match a preference of a consumer based on the 
personal profile, transferring distributed merchandise information from the first 
consumer terminal to a second consumer terminal, ranking by the second consumer 
terminal the transferred distributed merchandise information based on a personal profile 
stored in the second consumer terminal, and placing an order by the first consumer 
terminal for merchandise using the merchandise information ranked by the second 
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consumer terminal. 

Applicants respectfully submit that these features are not disclosed or suggested 
by the applied prior art, and request that the Examiner indicate that new claims 26-34 
are allowed. 

Based on the above, it is respectfully submitted that this application is now in 
condition for allowance, and a Notice of Allowance is respectfully requested. 
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SUMMARY AND CONCLUSION 



Entry and consideration of the present amendment, reconsideration of the 
outstanding Office Action, and allowance of the present application and all of the claims 
therein are respectfully requested and now believed to be appropriate. Applicants have 
made a sincere effort to place the present invention in condition for allowance and 
believe that they have now done so. 

Any amendments to the claims which have been made in this amendment, and 
which have not been specifically noted to overcome a rejection based upon the prior 
art, should be considered to have been made for a purpose unrelated to patentability, 
and no estoppel should be deemed to attach thereto. 

Should the Examiner have any questions or comments regarding this response, 
or the present application, the Examiner is invited to contact the undersigned at the 
below-listed telephone number. 



Respectfully submitted, 
Toshiki KINDO et al. 




Reg. No. 29,027 



August 18, 2005 

GREENBLUM & BERNSTEIN. P.LC. 
1950 Roland Clarke Place 
Reston, VA 20191 
(703)716-1191 



Steven Wegman 
Reg. No. 31,438 



Enclosure: In re Schreiber (copy) 
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